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Paris, December 2, 2021 - On November 8, 2021, the United States Patent and
Trademark Office (USPTO) and the National Institute of Industrial Property of France
(INPI) entered a Patent Prosecution Highway (PPH) agreement. Effective December
1, 2021, applicants for a French patent receiving a positive opinion for patentability
from the INPI may request accelerated examination at the USPTO using the PPH Pilot
program.

This agreement follows changes to examination of French patent applications
implemented by the PACTE law. French applications filed on or after May 22, 2020, are
now examined for inventive step, which correlates to the obviousness analysis of US
patent law. Accordingly, both patent offices now complete an examination with similar
patentability standards and such work product may be shared between the patent
offices in order to streamline search and examination.
More information on the main developments for patents resulting from the PACTE law is
provided here.
Both US national filings claiming priority to a French patent application a nd US national
stage entries of PCT applications will be eligible for the PPH Pilot program provided that
the US application contains claims sufficiently corresponding to the claims examined
and determined to be patentable by the INPI. As inventive step is not analyzed by the
INPI for applications filed before May 22, 2020, only patent applications filed in the INPI
on or after this date are eligible for the PPH Pilot program at the USPTO.
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Reciprocally, applicants for a US national patent application or PCT patent applications
for which the USPTO was the International Search Authority (ISA) having claims
determined to be patentable by the USPTO will be able to request accelerated
examination of a corresponding French patent application having sufficiently
corresponding claims.

This is an important change for US applicants, who rank 3 rd

amongst foreign applicants for French patent applications.
The PPH Pilot Program between the USPTO and INPI will initial run for a three-year
period, ending on November 30, 2024. Further information and forms for filing a PPH
Request at the USPTO may be found here and for filing a PPH request at the INPI here.

As always, all of Regimbeau’s teams are available to advise you on your particular
situation and whether filing of a PPH request is the best strategy for your global patent
prosecution strategy.
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About REGIMBEAU :
REGIMBEAU, a French IP law firm, has been assisting companies and private and public project
developers to protect, enhance and defend their innovations (patents, trademarks, designs) for 90
years. Fourteen partners head a team of more than 200 people whose skills are put into practice in
every strategic aspect of Intellectual Property - business intelligence and information search, license
agreements, IP portfolio audits, partnership negotiations, acquisition of industrial property rights,
litigation. Thanks to its wide-ranging expertise, REGIMBEAU (present in Paris, Munich, Lyon, Rennes,
Grenoble, Montpellier and Toulouse) can meet its clients' needs for international strategi c consulting
while preserving personalized relations of the highest quality.
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